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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
1 . 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2 Claim 1 1 is rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. 

The language of the claim raises a question as to whether the claim is directed 

merely to an abstract idea that is not tied to a technological art, environment or machine 

which would result in a practical application producing a concrete, useful, and tangible 

result to form the basis of statutory subject matter under 35 U.S.C. 101 . 

Claims 11, claims the non-statutory subject matter of a program. Data structures not 

claimed as embodied in computer-readable media are descriptive material per se and 

are not statutory because they are not capable of causing functional change in the 

computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1754 (claim to a data 

structure per se held nonstatutory). Therefore, since the claimed programs are not 

tangibly embodied in a physical medium, encoded on a computer-readable medium and 

clearly recited as a computer program then the Applicants has not complied with 35 

U.S.C 101. 

Page 1 3 of the Specification further states that the medium is a carrier wave (signal) 
and therefore refers to nothing more but a signal and therefore is non-statutory. 
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Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaily disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

3. Claims 1 , 3-6, 8-1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Spear (US 2004/0037314), in view of Hoffmann et al. (US 2005/0008030), 
hereinafter referred to as Spear and Hoffmann. 

Regarding claim 1, 3, 6, 8, 11 Spear discloses a media-gateway controller comprising: 
a storage unit (operating instructions embodied in a computer readable medium 
such as memory, page 3 [0020]), 

a receiver, which receives first call setting data including codec data of a caller 
from the caller and receives first call response data including codec data of a callee 
from the callee as a response to second call setting data having been transmitted to the 
callee (gateway 310 receiving a first encoded signal from a first mobile station 230 using 
the codec from a first radio subsystem, page 3 [0021] and figure 2 and figure 3); Figure 
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2 further teaches of a mobile station 1 (230, caller) and a mobile station 2 (250, callee) 
which sends and receives encoded signals. 

a data transformer (cross-coding element 330 of figure 3); and 
a transmitter, which transmits the second call setting data to the callee and 
transmits the second call response data to the caller (gateway 310 routes the first 
encoded signal to the cross coding element 330 to convert the first encoded signal to 
produce a second encoded signal based on the first encoded signal. The second 
encoded signal being based on a second codec used by a second mobile station 
(callee) and communicating (through transmitter) the second encoded signal to mobile 
station 2, page 3 [0021] and figure 2 and figure 3). 

Spears however fails to specifically disclose a codec conversion table indicating a 
relationship between a first codec and a second codec in conversion from the first 
codec to the second codec and how the gateway searches the codec conversion table 
for a first codec using the caller's codec data as an index, adds a second codec 
corresponding to the searched first codec to the first call setting data to generate the 
second call setting data, searches the codec conversion table for a second codec using 
the callee's codec data as an index, and replaces the callee*s codec data included in the 
first call response data with a first codec corresponding to the searched second codec 
to generate a second call response data. Spears however discloses of a cross-coding 
element which converts a first encoded signal into a second encoded signal and that a 
plurality of coded such as EVRC, CELP, SMV, and etc. may be used. Hoffmann further 
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discloses of a decision tables, which stores information regarding which side (caller or 
callee) support which CODEC (page 2 [0036] and figure 2 and figure 3) and switching 
between CODEC. It would have thus been obvious to a person skilled in the art at the 
time the invention was made to incorporate a CODEC table which has information 
pertaining CODECS of a caller and callee side as disclosed by Hoffmann into the 
method for cross coding between encoded protocols as disclosed by Spears in order to 
correctly and efficiently convert encoded signals through a gateway using a table. 

Regarding claim 4, 5, 9, 10 the combination of Spears and Hoffman, more specifically 
Hoffman discloses the media-gateway controller of claim 1 , wherein when the caller's 
codec data included in the first call setting data comprises all of first and second (or at 
least one) codecs included in the codec conversion table, the data transformer does not 
transform the first call setting data and generates the second call setting data which is 
the same as the first call setting data (page 3 [0040]). It should be noted that when the 
caller side and the callee side operate using the same codec such as EVRC, no 
conversion is necessary. 

Allowable Subject Matter 

4. Claim 2 and 7 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a) Chu et al. (US 2003/0210659), JFO Communication Apparatus With Codec 
Mismatch Resolution And Optimization Logic 

b) Caugherty (US 6597702), Fast Connect Option For Enforcing Symmetric Codec 
Capabilities. 

c) Koistinen (US 7136375), Method For Transmitting Coding Information Over Packet 
Data Network. 

d) Ramasubramani et al. (US 6314108), Method And Apparatus For Providing Network 
Access Over Different Wireless Networks. 

e) Valentine et al. (US 6785276) System For Tandem Free Operation In Packet Based 
Communication. 

f) Hamiti et al. (US 2004/0047437), Communication System And Method Providing A 
Mode Selection Procedure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nguyen Ngo whose telephone number is (571) 272- 
8398. The examiner can normally be reached on Monday-Friday 7am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wing Chan can be reached on (571) 272-7493. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR, 
status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-clirect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Nguyen Ngo 

United States Patent & Trademark Office WINQ CHAN 

Patent Examiner AU 2663 SUPERVISORY R^VTENT EXAMINER 

(571) 272-8398 '^•viiiNcn 



